
Cohen & Grigsby has advised
foreign clients for decades on
how to structure and set up oper-

ations in the United States.  The purpose
of this article is to provide a general road
map of the most common issues that
arise in this context and describe solu-
tions that have been proven helpful for
many of our clients.  

1. General Structure – Choice of
Entity. In order to comprehensively
advise foreign clients with global inter-
ests, it is important to not only consider
U.S. and foreign tax law in isolation, but
also consider the impact of the applica-
ble Income Tax Treaty.  For example, the
interplay between U.S. law, German law
and the application of the U.S. German
Income Tax Treaty favor a structure
where German individuals transact 
business in the United States through a
limited liability structure.  In a recent
official publication, the Bundesminis-
terium für Finanzen dated March 19,
2004, it expressly confirmed that certain
limited liability companies established
under U.S. law will be treated as a “Perso-
nengesellschaft” as opposed to a “Kapi-
talgesellschaft.”  The significance of this
ruling is that individual German owners
of qualifying limited liability companies
will be taxed in the United States only
and the U.S. income is only relevant for
German tax purposes to determine the
applicable tax rate.  Since this is an
important issue to our German clients,
we will publish a follow-up article in our
next newsletter.

The above example illustrates how
advanced planning can achieve a struc-
ture that accommodates a client’s global
business interest.

2. Implementing U.S. Business 
Operations. U.S. corporate and tax laws
accommodate business interests and

generally permit
foreign companies
to set up U.S. oper-
ations without
undue hardship.
Cohen & Grigsby’s
International Tax
Advisory Services
Group is able to
assist with tax and
similar registra-
tions and filings
that arise in the context of setting up 
operations in the United States.  

3. Employment Laws. The United
States, unlike most other countries,
recognizes the employment at will
doctrine, which generally permits an
employer to hire and terminate employ-
ees at will.  However, this general
doctrine is riddled with many exceptions
that may prove disastrous to the unwary.
A critical feature is that the U.S. system
grants special protections based on sex,
ethnicity, age, etc.  With careful planning
and internal employment procedures
tailored to the U.S. system, employment-
related exposure to distracting litigation
can be avoided or at least mitigated.

4. Product Liability. “Bad facts make
bad law” or bad cases; however, it is these
“bad cases” awarding a multi-million
dollar judgment for a spilled cup of coffee
purchased from a McDonald’s store that
are publicized worldwide.  That the judge
overturned the verdict and the parties
settled for a much, much lesser amount
remains a little-known fact.  Product liabil-
ity is a risk of doing business in the United
States, but with prudent planning and
adequate insurance coverage, it has
proven to be a manageable risk for count-
less foreign companies that successfully
conduct business in the United States.  



In the eternal quest to minimize, if
not eliminate, estate taxes, taxpay-
ers appear to be willing to go to

any and all lengths.  An option often
considered by those with significant
means is expatriation, the loss or relin-
quishment of U.S. citizenship or the
termination of U.S. residency by a
non-U.S. citizen.  Before a taxpayer
expatriates, however, it is important to
consider the federal estate and income
tax implications and the potential
repercussions to one’s travel to and
residence in the United States.

A citizen or resident of the United
States who relinquishes U.S. citizen-
ship or terminates U.S. residency will
be deemed to have done so for the
purpose of avoiding U.S. tax if he or
she had either (i) an average net
income tax liability for the previous
five years that exceeded $124,000, or
(ii) a net worth on the date of expatri-
ation of at least $622,000.  In either
case, no further financial inquiry will
be made by the Internal Revenue
Service (“IRS”) into the taxpayer’s
intent and the taxpayer will be
deemed to have expatriated to avoid
tax.  In rare instances, the taxpayer
may qualify for one of several excep-
tions although a ruling must be
obtained from the IRS.

While a U.S. citizen’s or resident’s
worldwide assets are taxable, a
taxpayer deemed to have expatriated
to avoid tax within ten years of the
date of death will be taxed upon his or
her assets having a U.S. situs, such as

stock in a U.S.
corporation or
real estate
located in the
U.S.  Thus, if a
taxpayer expatri-
ated and died
within ten years
of expatriating, a
substantial
portion of his or
her assets would
be taxable for federal estate tax
purposes in the United States unless
those assets had a situs outside of the
United States.  

Unlike a U.S. citizen or a U.S. resi-
dent with an applicable credit amount
of $1,500,000 before federal estate tax,
a taxpayer who expatriates to avoid tax
will have a reduced applicable credit
amount of $60,000.  Accordingly,
during the ten year period following
the date of expatriation, gifts in excess
of the annual exclusion amount of
$11,000 per donee may generate
federal gift tax to the extent that the
total amount of the gifts exceed the
$60,000 applicable credit amount.
While the taxpayer may continue to
make annual exclusion gifts, he or she
will not be able to split gifts with a
spouse since gift splitting requires
both parties to be citizens or residents
of the United States.  

A taxpayer who expatriates with a
principal purpose of avoiding U.S. taxa-
tion remains subject to U.S. federal
income tax on his or her U.S.-source
income for a period of ten years follow-
ing the date of expatriation if the
taxpayer’s tax liability exceeds the tax
liability that would be imposed if he or
she were taxed as a nonresident alien.  In
that case, the taxpayer would be subject
to U.S. income tax on U.S.-source
income in the same manner and at the
same rates applicable to U.S. citizens
and residents.  U.S.-source income
includes gains realized on (i) the sale or
exchange of property located in the

United States, 
(ii) the sale of
stock issued by a
U.S. corporation,
(iii) the sale of
debt obligations
issued by the
United States, its
political subdivi-
sions, or U.S.
persons, and (iv)
income derived
from a controlled foreign corporation if
the taxpayer owned, at any time during
the two-year period ending on the date
of expatriation, more than 50% of the
stock of such corporation.  If a taxpayer
transfers property that produces U.S.-
source income in exchange for property
that produces foreign-source income
during the ten year period following the
date of expatriation, the taxpayer will be
required to recognize, as U.S.-source
income, any gain inherent in the
exchanged property determined as
though the exchanged property had
been sold at fair market value at the time
of the exchange.

To enforce federal estate and
income tax laws, the IRS places signifi-
cant reporting requirements on all
taxpayers who expatriate.  Any
taxpayer who ceases to be a U.S. citi-
zen or U.S. resident must file an infor-
mational return with his or her nearest
American Embassy or with the IRS
upon expatriation.  Taxpayers who
remain subject to income tax must
continue to file a U.S. federal income
tax return for each of the ten years
following the date of expatriation.  

In addition to the estate and income
tax implications, a U.S. citizen consider-
ing expatriation should also consider
the non-tax consequences.  For
purposes of U.S. immigration law, a citi-
zen of the United States who relin-
quishes citizenship is an alien and is,
therefore, subject to all disabilities that
status imposes, including the possibility

Weighing the Consequences of 
Expatriation to Avoid Estate Taxes
by C. Eric Pfeil and Aubrey H. Glover
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While governments struggle to
protect both their borders
from the entry of terrorists

and their citizens from losing jobs to
foreign labor, businesses continue to
operate and expand in the global
arena.  Many human resources profes-
sionals will attest to the fact that keep-
ing key employees mobile is essential
to continued business success.  An
understanding of the basic concepts
that apply to immigration schemes
worldwide can help alleviate some of
the stresses and anxieties that come
with the need to travel internationally
or to relocate outside the United
States.  

International travelers usually fall
into at least one of the following cate-
gories:  tourists, business visitors,
students, temporary or nonimmigrant
workers (those who will work in the
country for a limited period of time),
and immigrants (those intending to
remain in the country permanently).
This article will discuss business-
related categories including business
visitors and temporary or nonimmi-
grant workers.

Business Visitors
Business visitors must obtain a busi-

ness visitor visa prior to traveling to the
destination country, unless a treaty or
agreement exempts them from this
requirement.  For example, currently
the United States has agreements with
27 countries which exempt U.S.
nationals from obtaining a visa prior to
entering these countries for business

visits or tourism.
Similarly, nation-
als from these 27
countries do not
need a visa to
come to the
United States for
business visits or
tourism of a
limited duration. 

In most coun-
tries, to qualify as
a business visitor the activities to be
conducted may only include those that
benefit the employee’s home country
employer.  For example, attending
meetings or visiting with colleagues or
clients in an overseas location on
behalf of the company in the United
States would be considered business
visitor activities.  In addition, business
visitors must continue to receive their
normal compensation in their home
country.  Business activities that benefit
the host country company, or those for
which the individual will be paid by
the host company, generally require
work authorization.  

Temporary/Nonimmigrant Workers
Temporary or nonimmigrant work-

ers generally will require work authori-
zation, an entry visa, and a residence
permit to stay in the host location.  In
addition, registration with the local
authorities upon arrival may be
required.

Work authorization
In order to be employed in most

countries, a work authorization is
required.  Numerous exemptions
exist, and these exemptions vary by
country.  For example, nationals of a
European Union country do not need
work authorization to be employed in
any other European Union country.
For the most part, a company in the
destination location must sponsor the
work authorization application, and
the period of authorized work is
restricted by law.  Extensions are possi-
ble but are limited.  The employee

may be paid by the host company or
may continue to be paid by the home
country employer.  

Residence Permits  
In many countries, a residence

permit is required in order to remain
for periods exceeding 90 days.  Appli-
cants for residence permits must
provide evidence that they have made
arrangements for a suitable place to
live, proof of their income, and
evidence that their living expenses will
be covered either by their salary or by
their employer while remaining in the
country. 

Entry Visas  
Once the work authorization has

been approved, an entry visa may be
required.  This visa is issued by the
country’s consulate office in the
employee’s current place of residence
and authorizes the applicant to enter
the country to work.  Evidence of the
approved authorization to work is
usually required.   

Local Registration
After arriving in the country, the

employee may be required to register
their residence with the local police
authorities, and notification of any
change in residence is required.

In countries throughout the world,
governments heavily regulate immigra-
tion processes in order to provide
protection to their sovereignty and to
their labor force.  The result is an
arduous process that requires skilled
maneuvering and a great deal of
patience to complete.  However, know-
ing the basic rules, obtaining assis-
tance and planning ahead make the
process more efficient, less stressful
and less cumbersome as well.

For more information, please contact
nsharpziegler@cohenlaw.com

The ABCs of Outbound Immigration
by Nancy A. Sharp Ziegler

Nancy A. Sharp Ziegler

Knowing the basic rules,

obtaining assistance and

planning ahead make the

process more efficient, less

stressful and less

cumbersome as well.

3

E



Cohen & Grigsby is pleased to
announce that it has been
asked to participate in “Katz-

port,” an employment assistance
program for international graduates
of the University of Pittsburgh Joseph
M. Katz Graduate School of Business,
offered at no cost to international
students or prospective employers.
The program includes immigration
communications regarding how
prospective employers they can most

easily employ Katz international
students in the United States and
what students must do to comply with
immigration law if employed in the
United States, evaluations regarding
the student’s legal immigration status
and eligibility to obtain employment
authorization in the United States,
and legal services to ensure appropri-
ate visa and employment authoriza-
tions are obtained.  The Joseph M.
Katz Graduate School of Business

attracts students from around the
globe, and the Katzport program
allows for the best possible match
between employer and employee,
regardless of geography or citizen-
ship.

For more information, please contact
llebowitz@cohenlaw.com
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Cohen & Grigsby announces the
addition of an attorney to the
Firm.  Nancy A. Sharp Ziegler

will be managing the firm’s outbound
immigration services and assisting
U.S.-based employers in the interna-
tional movement and relocation of
employees and new hires to and
between countries worldwide.  The
arrival of Ms. Sharp Ziegler marks
Cohen & Grigsby as the only firm in
Pittsburgh and one of only a few firms
in the country which can provide
both outbound and inbound immi-
gration services to its clients.  

According to the Firm’s president,
Jack W. Elliott, “The addition of
Nancy is a key component in Cohen
& Grigsby’s efforts to service all of our
clients’ needs in their international
business operations and meet the
diversified and far-reaching needs of
a broad and varied client base

throughout the United States and the
world.  As is Cohen & Grigsby’s prac-
tice, we determine the needs of our
clients and then work to meet those
needs, whatever they may be.  In this
case, it was global immigration serv-
ices.  A number of our clients are
multinational corporations which
frequently send employees out of the
country.”

Nancy A. Sharp Ziegler joins the
firm as Manager of Outbound Immi-
gration Services in the Immigration
Group.  Ms. Sharp Ziegler focuses her
practice on global immigration and
assists employers in securing visas and
work permits for countries around
the world.  Listed in An International
Who’s Who of Corporate Immigration
Lawyers (1996-1998), Ms. Sharp
Ziegler is also a prolific author and
speaker and acquired over 20 years of
business experience including several

years in the fields of human resources
and international relocation manage-
ment.  Nancy earned her J.D.
(Research and Writing Editor, Pace
International Law Review; President,
Pace University School of Law Honor
Board; Dean’s Award) from Pace
University School of Law in 1993, her
B.P.S. (with honors) from Pace
University in 1987, and her A.S. from
Norwalk Community College in 1982.
She is a member of the New York
State Bar Association and the Ameri-
can Immigration Lawyers Association.
Prior to joining Cohen & Grigsby,
Ms. Sharp Ziegler was an associate
with the law firm Fragomen, Del Rey,
Bernsen & Loewy in New York, where
she worked in the areas of both
outbound and inbound (U.S.) immi-
gration.

Cohen & Grigsby Expands Immigration 
Practice and Adds Manager of Outbound
Immigration Services
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Cohen & Grigsby Participates in ÒKatzportÓ Ð 
An Employment Assistance Program for 
Katz International MBA Graduates



Companies located in Pennsylva-
nia now have improved reme-
dies against business rivals or

departing employees who pilfer valu-
able trade secrets, which include the
explicit right to seek a court order to
prevent “threatened” misappropria-
tion of trade secrets and the potential
to receive enhanced damages awards
and attorneys fees in cases of “willful
and malicious” misappropriation.
The protections are counterbalanced

by a new deterrent weapon against
bad faith misappropriation claims,
however, that provides companies and
individuals who are named as defen-
dants in “specious” trade secret claims
the right to collect attorneys fees from
the plaintiff.

The additional protections are part
of the Uniform Trade Secret Act
(“UTSA” or “the Act”), which was
enacted earlier this year by the Pennsyl-
vania General Assembly and signed
into law on February 19, 2004.  (The
adoption of the UTSA brought Penn-
sylvania law into line with that of the 
43 states and the District of Columbia
which previously had adopted some
form of the model legislation.  Massa-
chusetts, New York, New Jersey, North
Carolina, Texas and Wyoming have not
yet adopted the UTSA.)  The new law
applies only to acts of trade secret
misappropriation that occurred after

April 19, 2004,
the effective date
of the Act.  Prior
to the adoption
of the Act, Penn-
sylvania’s law of
trade secret
misappropriation
was governed by a
body of common
law decisions that
afforded relief
for trade secret misappropriation but,
as a practical matter, made it difficult to
bring successful claims. 

Pennsylvania’s version of the UTSA
has not yet been applied or inter-
preted in any published court opin-
ions.  The statute likely will affect
trade secret litigation in the Common-
wealth in a number of ways, however.
Moreover, because the Act has
changed the definition of what consti-
tutes a trade secret, companies that
employ confidentiality agreements
that were modeled on the less expan-
sive prior law should consider review-
ing and updating their agreements,
because the language of the Act
suggests that the UTSA’s provisions
should not be applied to cases in
which parties have entered into a writ-
ten contracts governing the use and
disclosure of confidential information
or trade secrets. 

Among the UTSA’s more signifi-
cant provisions are:

Definition of “trade secret”:
Under the UTSA, a trade secret is
defined as, “[i]nformation, including
a formula, drawing, pattern, compila-
tion including a customer list,
program, device, technique, or
process that: 
1. Derives independent economic

value, actual or potential, from not
being generally known to, and not
being readily ascertainable by

proper means by, other persons
who can obtain economic value
from its disclosure or use.

2. Is the subject of efforts that are
reasonable under the circum-
stances to maintain its secrecy.”
The significance of the Act’s defini-

tion is two-fold.  First, the UTSA
clearly provides that customer lists
qualify as trade secrets (provided they
are not generally known or ascertaina-
ble by competitors).  Second, the Act
makes it clear that information or
discoveries can qualify as trade secrets
even if they are not yet used by their
owner.  This is a departure from Penn-
sylvania’s pre-Act definition of what
constitutes a trade secret, which
required plaintiffs to demonstrate that
the relevant secret was “continuously
used in” or “important in the
conduct” of their businesses.  The new
definition may aid companies that
engage in research and development
activities with substantial lead time,
that previously may have faced diffi-
culty obtaining protection for inven-
tions, manufacturing processes or
information that had not yet been put
to use.

Injunctions against “threatened
misappropriation: The UTSA
provides that courts may enter injunc-
tions against “actual or threatened
misappropriation.”  This provision
makes it clear that trade secret owners
need not wait until their competitors
put stolen trade secrets to use or cause
actual injury, but instead may obtain
relief against credible threatened
misappropriation or misuse of trade
secrets.  Although several courts had
previously concluded that Pennsylva-
nia law permitted preventive injunc-
tions in cases involving the “inevitable
disclosure” of trade secrets, the Act
removes any lingering doubts about
the viability of such claims.

Protections and Remedies Under 
PennsylvaniaÕs Trade Secret Act
By Barbara A. Scheib
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Many of you may “inherit” your
spouse’s Individual Retire-
ment Account (“IRA”) which

names you as the sole beneficiary.  It 
is crucial that you understand your
options in order to minimize the
income and death tax consequences
associated with receiving that IRA.
The following rules apply only to tradi-
tional IRAs; certain special rules apply
to Roth IRAs.

As sole beneficiary of your deceased
spouse’s IRA, you have two basic
options.

The first option is to leave the IRA
in your deceased spouse’s name.  If
your deceased spouse died after reach-
ing his or her required beginning date
or “RBD” (April 1 of the year after
reaching age 701⁄2), you will be
required to commence withdrawals in
the year following your spouse’s year
of death.  The required distribution
period under these circumstances will
be based on the longer of your life
expectancy or your deceased spouse’s
life expectancy.

If your deceased spouse did not
reach his or her RBD prior to death,
you may postpone withdrawals until
the later of:  (i) the year following the
year of your spouse’s death; or (ii) the
year in which your deceased spouse
would have reached age 701⁄2.  The
required distribution period in this

case will be based
on your life
expectancy.  

Leaving the
IRA in your
deceased
spouse’s name
should be
considered if you
are significantly
older than your
deceased spouse,
and use of your
deceased spouse’s life expectancy will
postpone the date distributions must
commence and/or reduce the
amount of minimum required with-
drawals, potentially preserving funds
for any contingent beneficiaries.

At your death, any remaining funds
in the IRA will be distributed to
whomever your spouse originally
named as contingent beneficiary.  If
none was named, any remaining funds
will be distributed pursuant to the
terms of the IRA agreement (usually
your deceased spouse’s estate).  There-
fore, it is important that the contin-
gent beneficiary provision be properly
drafted.

The second option is to roll over
your deceased spouse’s IRA to your
name.  The IRA will then be treated as
if it has always belonged to you.  With-
drawals will commence when you
reach your RBD and will be based on
your life expectancy, which will be at
least as beneficial as the option above,
so long as you are younger than your
deceased spouse.

Another benefit is that you may
name any contingent beneficiaries of
your own choosing.  And, the rollover
option is available anytime, even after
you have begun receiving payments
from your deceased spouse’s IRA
under the first option.

Questions to Ask Your IRA Provider
It is important to note that certain

beneficiary designation and distribu-
tion options may be limited by the
terms set forth in the IRA agreements
by the IRA providers; you should
determine now whether the specific
options you and your spouse may
desire are permitted by your IRA
agreements.  To do so, you should
confirm with your IRA provider the
following:
• Following my death, does the IRA

agreement permit my designated
beneficiary or beneficiaries to with-
draw payments over his or her life
expectancy or is a lump sum
payment required?

• If one of my designated beneficiar-
ies dies prior to withdrawal of his or
her entire share of my IRA, does
the IRA agreement permit that
designated beneficiary to name a
successor designated beneficiary or
beneficiaries who may receive the
remaining funds over the successor
beneficiary’s life expectancy?

• Does the IRA agreement permit the
funds to be divided into separate
shares upon my death for my desig-
nated beneficiaries while the IRA is
still in my name so that each benefi-
ciary can control his or her invest-
ment and withdrawal options?
Be certain you and your spouse

understand your options regarding
your traditional IRAs.  Remember that
you may always withdraw more than
the minimum required distribution
from your IRA; IRA planning ordinar-
ily is designed to postpone withdrawals
(and their income taxation) for as
long as possible.  Planning ahead can
ensure that traditional IRA funds are
both appropriated and distributed
how you intended.  

For more information, please contact
hjohnston@cohenlaw.com

Inheriting a SpouseÕs IRA
by Henry R. Johnston III
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Cohen & Grigsby announces the
addition of attorney Carl E.
Westman and his staff, formerly

of Steel Hector & Davis, to the firm’s
newly expanded Naples office.
Mr. Westman joins Cohen & Grigsby as
a Director in the Estates and Trusts
Group.  

According to the Firm’s president,
Jack W. Elliott, “The addition of Carl
and his staff is a key component in our
strategic plan.  Carl has been in prac-
tice for more than 35 years and brings
with him a depth of knowledge and
understanding of the complexities of
estate and trust planning and charita-
ble giving.  Since opening its first
Florida office in 2001, the firm has
experienced exponential growth,
particularly in the Naples area,” said
Elliott.  “We are pleased that a closer
and more accessible geographical
location will enable us to better serve
our clients in the area and that we will
be able to offer expanded services.  Of
course, our firm’s fundamental
commitment will continue to drive all
of our Florida operations:  under-
standing the business, mission and
goals of each of our clients, and,
consequently, providing our clients
with high-quality legal services to assist

in meeting those
goals.”

Carl E. West-
man concen-
trates his practice
in the areas of
estate planning,
charitable plan-
ning and estate
administration,
including highly
complicated
estates.  Mr. West-
man earned his B.B.A. from Sam
Houston State University in 1966, his
J.D. from the University of Miami in
1969, and his LL.M. in Taxation from
the University of Miami in 1972.  He is
admitted to practice in Florida, before
the U.S. Tax Court, and before the
Middle and Southern Districts of
Florida.  He is a member of the Collier
County Bar Association and Estate
Planning Council of Collier County.
He is also a member of the Real Prop-
erty, Probate and Trust Law, and
Healthcare Sections of The Florida
Bar.  Mr. Westman serves in several
community capacities, including
Chairman of the Board of Trustees,
Naples Community Hospital, Inc.; First
Vice Chairman of the Board of
Trustees, the NCH Healthcare System;
Chairman, Professional Capabilities
Committee (Credentialing), the NCH
Healthcare System; Chairman of the
Planned Giving Committee, the NCH
Foundation; Dean’s Council, Rosen-
stiel School of Marine and Atmos-
pheric Science, University of Miami;
Chairman, Southwest Florida Planned
Giving Committee, Audubon of
Florida; Member of the Board of
Directors, Marco Island Yacht Club;
Trustee, Pikeville College; Founding
Member, Chairman’s Council and
former Vice President, Community
Foundation of Collier County; Former

Chairman, David Lawrence Mental
Health Foundation; and Member,
Eagle Board of Review and Former
District Chairman, Southwest Florida
Council, Boy Scouts of America.  Carl
is listed in Who’s Who in the World, Who’s
Who in America, Who’s Who in American
Law, Who’s Who in the South and South-
east, and Who’s Who in American Colleges
and Universities.  Prior to joining
Cohen & Grigsby, Mr. Westman was a
partner with the law firm Steel Hector
& Davis LLP in Naples, Florida.
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Carl E. Westman

Newly Expanded
Naples Office

With the addition of attorney
Carl Westman and his staff, Cohen
& Grigsby has recently taken up a
more permanent residence in
Naples.  Many of our clients are
located in the Naples area, and we
have decided to expand operations
there to remain both convenient
and accessible to our clients and to
better meet their needs.  

You can reach us in Naples at:

Collier Place 1
3003 Tamiami Trail North
Suite 300
Naples, FL  34103-2714
Telephone:  239.430.1800
Telefax:  239.430.1840

Directions can be found on our
website at www.cohenlaw.com.



Robert S. Grigsby was many
things to many people in
his life—husband, father,

friend, confidant, mentor, advo-
cate, defender, judge, peer, and
colleague—and always a gentle-
man.  Mr. Grigsby, a former
member of Cohen & Grigsby’s

Executive Committee, passed away
on August 26, 2004, at Shadyside
Hospital after a lengthy illness.  
He was 78.

Known for his compelling and
relentless nature, Bob Grigsby
mentored many younger attorneys
and served as a staunch advocate,
particularly in defending medical
malpractice and products liability
lawsuits.  As a young lawyer in Pitts-
burgh, he practiced law with now
United States Senator Orrin
Hatch, and they maintained a
close association through the years.  

Not only did Mr. Grigsby have a
love of the law, but he also had a

love for living life to the fullest.  
As busy as his career kept him, he
made time to balance it with
personal pursuits.  He was a great
outdoorsman who liked to hunt
and fish, and he was also an avid
golfer.  

“Bob Grigsby will be deeply
missed,” stated Charles C. Cohen,
the firm chairman.  “He was a
consummate professional – with a
highly developed sense of ethics
and probity and intense dedication
and loyalty to our clients’ interests.
Everyone at Cohen & Grigsby
appreciated these qualities in 
Bob, and perhaps even more, the
generosity with which he shared
his wisdom and experience.  
He gave a lot of strength, mature
judgment and stature to our firm,
much needed in our early years,
and I will always be grateful for
that.”

Mr. Grigsby had more than 
40 years of experience as a trial
lawyer engaged in civil litigation
and was a Fellow in the American
College of Trial Lawyers.  His
career path spanned from attorney
to judge to law professor.  He had
been listed in The Best Lawyers in
America for 20 consecutive years
and was recently named as a
“Pennsylvania Super Lawyer” by
Philadelphia Magazine.  Mr. Grigsby
was a prolific speaker on the topics
of evidence, trial tactics, products

liability, medical malpractice and
in programs sponsored by the
National Institute of Trial Advo-
cacy.  He was extensively quoted in
professional journals, newspapers
and magazine articles, both nation-
ally and regionally.  A Judge in the
Court of Common Pleas of
Allegheny County from 1978-79,
he was also an adjunct professor,
teaching trial tactics at the Univer-
sity of Pittsburgh School of Law.
Mr. Grigsby served in several chari-
table and professional capacities,
including on the Board of Direc-
tors of ACHIEVA, the Board of
Trustees of Waynesburg College,
the Board of Directors of the
Pennsylvania Bar Institute, the
Continuing Legal Education
Board of the Supreme Court of
Pennsylvania, the Academy of Trial
Lawyers of Allegheny County, the
International Association of
Defense Counsel, the Maritime
Law Association, and the Product
Liability Advisory Council.  He
earned his B.S. from the University
of Pittsburgh in 1950 and his
L.L.B. from Duquesne University
School of Law in 1955. 

Mr. Grigsby is survived by his
wife Jean, his daughter Pamela,
son-in-law David McCready, grand-
son Cameron, sister Susan Smith,
and brother-in-law John Smith.
His brother Herbert Grigsby
preceded him in death.  

In Memoriam
Robert S. Grigsby, 1926-2004
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Bob Grigsby was 

a consummate

professional – with a

highly developed sense

of ethics and probity and

intense dedication and

loyalty to our clients’

interests.
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Cohen & Grigsby announces the
addition of six attorneys to the
firm.  

Floyd A. Clutter joins the firm as an
associate in the Labor and Employ-
ment Group.  Mr. Clutter concentrates
his practice in representing and coun-
seling employers in traditional labor
matters and employment litigation
cases, including labor arbitrations,
unfair labor practice charges, employ-
ment discrimination claims, and
unemployment compensation cases.
Floyd earned his J.D. (cum laude;
Member and Director, Wagner Labor
Law Moot Court Competition Team;
Student Attorney and Director, Civil
Practice Clinic) from University of
Minnesota Law School in 2002, his
Graduate Diploma (Industrial Rela-
tions and Human Resource Manage-
ment) from the University of
Melbourne in Victoria, Australia in
2000, and his B.A. in Economics
(summa cum laude) from Washington
and Jefferson College in 1998.  Prior
to joining Cohen & Grigsby, Mr. Clut-
ter was an associate with the law firm
of Reed Smith in Pittsburgh.  

Lisa R. Kerszencwejg joins the 
firm as an associate in the Bankruptcy
& Creditors’ Rights Group.  Ms.
Kerszencwejg’s practice focuses on
creditor’s rights as well as litigation
and transactional law, both in and out
of bankruptcy.  Lisa earned her J.D.
(cum laude; Research Editor, Law
Review) from the University of Pitts-
burgh School of Law in 2000, along
with an East Asian Studies Certificate
from the University of Pittsburgh’s
Graduate School for Public and Inter-
national Affairs in 2000, and her B.A.
in History and Japan Studies (with
honors) from Macalester College in
1996.  She speaks fluent Spanish and
conversational Japanese.  Prior to join-
ing Cohen & Grigsby, Ms.
Kerszencwejg was an associate with the
law firm of Reed Smith in Pittsburgh.  

Mihir A. Munshi joins as an Associ-
ate in the Firm’s Business Group,
where he will focus his practice on a
wide range of business and commer-
cial transactions including venture
capital, corporate restructuring, merg-
ers and acquisitions, securities law,
international business transactions and
general corporate law.  He earned his
J.D. (magna cum laude; Order of the
Coif; Law Review, Editorial Staff
Member and Business Manager) from
the University of Pittsburgh School of
Law in 1997, his M.A. in Public and
International Affairs from the Univer-
sity of Pittsburgh Graduate School of
Public and International Affairs in
1997, and his B.A. in Economics from
the University of Pennsylvania in 1991.
Mr. Munshi is admitted to practice law
in Pennsylvania, the District of Colum-
bia (inactive) and England & Wales.
Prior to joining Cohen & Grigsby,
Mihir was an attorney and solicitor
with the Landwell law firm in London,
England (2001-2004) and an attorney
with the Buchanan Ingersoll law firm
in Pittsburgh, Pennsylvania (1997-
2001).  

Alicia M. Passerin joins as an Associ-
ate in the Firm’s Intellectual Property
Group, where she focuses her practice
on counseling clients in protecting
and litigating intellectual property,
with an emphasis on the area of
biotechnology.  She earned her J.D.
and Certificate in Intellectual Property
& Technology Law (magna cum laude;
Order of the Coif; Law Review, Manag-
ing Editor; CALI Award in Patent Liti-
gation; Semester Honors; Faculty
Award for Excellence in Legal Scholar-
ship; Beaver County Lawyers’ Auxiliary
Award, 2001) from the University of
Pittsburgh School of Law in 2004, her
Ph.D. in Neurobiology (John Houk
Memorial Grant, 1996; Sigma Xi
Grants-in-Aid of Research, 1996) from
Ohio University in 1997, her M.S. in
Neurobiology (Sigma Xi Grants-in-Aid
of Research, 1992) from Ohio Univer-

sity in 1993 and her B.A. in Biology
and English from Washington and
Jefferson College in 1991.  Dr. Passerin
is admitted to practice before the
United States Patent and Trademark
Office and in Pennsylvania and is a
member of the University of Pitts-
burgh School of Law Chapter of the
American Inns of Court.  Alicia has
served as a post-doctoral research asso-
ciate for the University of Pittsburgh
Department of Neuroscience; an
extern for the University of Pittsburgh
Office of Technology Management; an
intern for the Honorable Carol Los
Mansmann, U.S. Court of Appeals,
Third Circuit; and a teaching assistant
for the Ohio University Department of
Biological Sciences.  

Amy L. Schuchman joins as an Asso-
ciate in the Firm’s Labor and Employ-
ment Group, where she concentrates
her practice on general labor and
employment matters.  She earned her
J.D. (magna cum laude; Law Review;
Order of the Coif; CALI Award –
Contracts, Legal Process, and Civil
Procedure) from the University of
Pittsburgh School of Law in 2004 and
her B.A. in Political Science (magna
cum laude; Dean’s List; Gertzog
Award; Pi Sigma Alpha Honor Society;
Alden Scholar) from Allegheny
College in 2001.  She is admitted to
practice law in Pennsylvania.  Amy has
served as a legal intern for the Depart-
ment of Labor and Industry, Bureau of
Labor Law Compliance, Common-
wealth of Pennsylvania Governor’s
Office of General Counsel, an extern
for the Honorable Alan Bloch, U.S.
District Court, Western District of
Pennsylvania, and a teaching assistant
for Legal Writing and Research at the
University of Pittsburgh School of Law.
Ms. Schuchman was also president of
the Pitt Law Women’s Association.  

Cohen & Grigsby Adds New Attorneys

continued on page 12
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5. Immigration. U.S. start-up compa-
nies with foreign parents depend on
human know-how transferred from the
parent to the U.S. subsidiary to develop
and thrive in the United States.  U.S.
immigration laws accommodate inter-
company transfers and transfers of skilled
professionals.  The Immigration Group at
Cohen & Grigsby has assisted many
clients with global interests in developing
immigration strategies.  

The complexities revolving around
structuring and setting up operations in
the United States create many points to
consider, but understanding the issues
involved and possible solutions is help-
ful for any business in the global market.

For more information, please contact
scook@cohenlaw.com or one of our
German focus group members at
hnevin@cohenlaw.com or
nvincent@cohenlaw.com

Inbound TradeÐA
Primer on How to 
Structure Direct 
Foreign Investment
continued from page 1

Cohen & Grigsby announces that
James D. Chiafullo was recently
appointed to the Hearing

Committee serving the Disciplinary
Board of the Supreme Court of 
Pennsylvania.  

James D. Chiafullo focuses in 
the areas of corporate, securities,
commercial and real estate law.  
Prior to joining Cohen & Grigsby, 
Mr. Chiafullo was a general partner
for 10+ years with Thorp Reed &
Armstrong in Pittsburgh and in-house
counsel with Gulf Oil Corporation 
in Pittsburgh and Houston, Texas.
His clients include banks, general
contractors, developers, physicians,
manufacturers, environmental reme-
diation contractors, television stations,
geotechnical engineers, franchisors

and franchisees.  Mr. Chiafullo is a
frequent lecturer and author for the
Pennsylvania Bar Institute in the areas
of corporate, finance and franchise
law.  Jim earned his B.A. in Economics
from the University of Pittsburgh in
1980 and his J.D. from the University
of Pittsburgh School of Law in 1983.
He is admitted to practice in Pennsyl-
vania and Texas, and is a member 
of the American Bar Association
(Antitrust Subcommittee), the 
Pennsylvania Bar Association, and 
the Texas Bar Association.   

The Disciplinary Board of the
Supreme Court of Pennsylvania is an
independent agency under the
Supreme Court of Pennsylvania’s juris-
diction.  Its goals are to protect the
public, maintain the integrity of the

legal profession and to safeguard the
reputation of the courts, and the disci-
plinary system assists the Supreme
Court of Pennsylvania in performing
its constitutional duty to regulate
attorney conduct.  The board meets
regularly and makes decisions
concerning cases before them, poli-
cies and personnel matters.  The
board also appoints hearing commit-
tee members to assist in the discipli-
nary process, and hearing committee
members are lawyers who are
appointed to three-year terms and can
be reappointed once.  They serve on a
voluntary, unpaid basis and serve on
three-member panels within their
respective districts.

Cohen & Grigsby Attorney Appointed to Hearing
Committee Serving Disciplinary Board of 
Supreme Court of Pennsylvania

Weighing the Consequences of 
Expatriation to Avoid Estate Taxes
continued from page 2

of being denied entry into the United
States.  To travel to the United States, a
taxpayer who expatriates will require a
passport issued by a nation other than
the United States and may need a
nonimmigrant visa.  Upon arrival in the
United States, the taxpayer will be
subject to inspection to determine if he
or she may be denied admission based
upon prescribed grounds of inadmissi-
bility.  One ground of inadmissibility
states that an alien cannot be admitted
to the United States if he or she is a
former U.S. citizen and renounced citi-
zenship for the purpose of avoiding
U.S. taxation; a former U.S. citizen
determined to be inadmissible based
on this ground would not be allowed to
enter the United States.  While a
taxpayer may be able to obtain a waiver
of this ground of inadmissibility, waivers
are discretionary in nature and would
only allow the taxpayer to visit the

United States.  No waiver of the ground
of inadmissibility is available should the
taxpayer wish to live in the United
States.

Expatriation is an extreme step to
take to avoid U.S. taxes.  Even assum-
ing an individual is willing to be physi-
cally absent from the United States
during the ten years that follow the
date of expatriation, the individual will
remain subject to U.S. income tax on
his or her U.S.-source income and he
or she will be subject to U.S. estate tax
on U.S.-source assets having a U.S.
situs.  This may pale, however, to the
implications of permanently closing
the door of opportunity to visit family
and friends in the United States.

For more information, please 
contact epfeil@cohenlaw.com or
aglover@cohenlaw.com

E

E



Damages: The Act permits the
recovery of damages equal to both the
trade secret owner’s actual loss and
any unjust enrichment obtained by
the defendant, such as the develop-
ment costs the misappropriator would
have incurred had he or she not
gained improper access to the owner’s
trade secret.  In the alternative, courts
may award a reasonable royalty to the
plaintiff.  In case of “willful and mali-
cious” misappropriation, exemplary
or punitive damages are available, but
may not exceed double the amount of
compensatory damages.  

Attorneys fees: The Act allows
courts to award attorneys fees to any
plaintiff who establishes willful and
malicious misappropriation or to a

defendant who demonstrates that a
claim of misappropriation “is made 
in bad faith.”  Other states that have
adopted the UTSA have required
defendants who claim they have been
targets of bad faith claims to meet two
separate tests.  A defendant seeking to
recover attorneys fees must show not
only that there is a complete lack of
evidence supporting the plaintiff’s
claim, but also that the plaintiff knew
or was reckless in not knowing that 
its trade secret claim had no merit.
Although this standard likely will
prove to be difficult to meet, the
potential for an award of legal 
fees provides cause for plaintiffs to
exercise caution before choosing 
to litigate.

Companies that depend upon
trade secret protections or confiden-
tiality agreements to safeguard their
interests need to take into considera-
tion the effect of Pennsylvania’s
recently enacted Uniform Trade
Secret Act.

For more information, please contact
bscheib@cohenlaw.com

F i r m  N e w s

11

Cohen & Grigsby
Presents

For more information, please
contact Jenny Pearson at
412.297.4847 or visit our website at
www.cohenlaw.com.

Emerging Business seminar
November 2
Rivers Club
Pittsburgh, PA

International Business seminar
November 3
Pittsburgh Hilton
Pittsburgh, PA

FMLA/ADA/Workers’ 
Compensation seminar
November 9
Pittsburgh Hilton
Pittsburgh, PA

Non-compete seminar
November 11
Pittsburgh Hilton
Pittsburgh, PA

Cohen & Grigsby Attorney
Receives Education Award

Cohen & Grigsby announces that
John E. Lyncheski was recently
honored as Educator of the Year

by the American College of Health
Care Administrators.  The award
recognizes individuals for educational
programs, seminars, or workshops,
that, because of their content, innova-
tive approach, or other special compo-
nents, have made an outstanding
contribution to education in long-term
care. 

John E. Lyncheski chairs Cohen &
Grigsby’s Healthcare Practice Group.
With more than 30 years’ experience,
Mr. Lyncheski focuses his practice in
management labor relations law and
has been selected for The Best Lawyers
in America, Chambers U.S.A. America’s
Leading Business Lawyers, Pennsylvania
Super Lawyers, and for Who’s Who in
American Law.  One of the founding
members of Cohen & Grigsby, P.C., Mr.
Lyncheski counsels and represents
private and public sector management
on labor board proceedings, negotia-

tions, personnel decisions, mergers,
acquisitions, consolidations and divesti-
tures, discrimination claims, employee
and union litigation and advises clients
in labor disputes and resistance of
union organizational efforts.  Besides
having a prominent history as a
national public speaker, Mr. Lyncheski
has authored numerous regional and
national articles on labor and employ-
ment law topics.  He is chair of the
American Health Lawyers Association’s
Labor and Employment Practice
Group and a member of the Board of
Directors of the American College of
Health Care Administrators and Presi-
dent of its Pennsylvania Chapter.  John
is President of the Chartiers Country
Club.  He earned his B.A. from
Cornell University in 1967 and J.D.
(cum laude, Order of the Coif and
Law Review) from the University of
Pittsburgh School of Law in 1970.
John is admitted to practice in 
Pennsylvania and Florida.

Protections and Remedies Under PennsylvaniaÕs Trade Secret Act  
continued from page 5
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Jason Korn has been selected as a
member of the Greater Naples
Chamber of Commerce Leadership
Collier Class of 2005

John Lyncheski has been appointed
to the American Health Lawyers
Association ADR Task Force, as
Chair of the American College of
Health Care Administrators By-
Laws Committee, as a member of
the ACHCA Revitalization Commit-

tee and has been elected to the
governing Council of the ACBA
Health Law Section 

Hugh Nevin was elected to the
Aufsichtsrat (Board of Directors) of
Kontron AG in Eching, Germany

Kelley Geraghty Price is President
of the Collier County Bar Associa-
tion

APPOINTMENTS

Address Changes and Updates
Please send mailing address and e-mail address corrections and updates

to us at 412.297.4900 or info@cohenlaw.com.

11 Stanwix Street, 15th Floor
Pittsburgh, PA 15222-1319
Telephone:  412.297.4900
Telefax:  412.209.0672

27200 Riverview Center Boulevard
Suite 309
Bonita Springs, FL  34134-4317
Telephone: 239.390.1900
Telefax: 239.390.1901

Collier Place 1
3003 Tamiami Trail North
Suite 300
Naples, FL 34103-2714
Telephone:  239.430.1800
Telefax:  239.430.1840

E-mail: info@cohenlaw.com
URL: http://www.cohenlaw.com

The information in this publication is for the
purpose of informing and educating our clients
about various aspects of the law and is not
intended to be used as legal advice. If you have
questions concerning any of the topics, please
contact your Cohen & Grigsby attorney.

The hiring of a lawyer is an important decision
that should not be based solely upon advertisements.
Before you decide, ask us to send you free written
information about Cohen & Grigsby's
qualifications and experience.

Sabrina M. Sudol joins as Associ-
ate in the Firm’s Litigation Group,
where she concentrates her practice
on general litigation matters.  She
earned her J.D. and Certificate of
Advanced Studies in International
and Comparative Law (magna cum
laude; Order of the Coif; Law
Review, Articles Editor; Cohen &
Grigsby Fellowship; Dean’s Scholar-
ship; Semester Honors; CALI Excel-
lence for the Future Awards in Legal
Analysis & Writing, German for
Lawyers II, and Pennsylvania Prac-
tice) from the University of Pitts-
burgh School of Law in 2004 and
her B.A. in English Writing (summa
cum laude; University Scholar;
Program Honors; Dean’s List) from
the University of Pittsburgh College

of Arts and Sciences in 1994 and
attended the Virginia Polytechnic
Institute and State University
(Dean’s List; Phi Eta Sigma, Golden
Key and Alpha Epsilon Delta Honor
Societies).  She is admitted to prac-
tice law in Pennsylvania.  Ms. Sudol
is a member of the University of
Pittsburgh School of Law Chapter of
the American Inns of Court, a
member of the University of Pitts-
burgh School of Law Alumni Associ-
ation, and a lifetime member of the
Pitt Alumni Association.  Sabrina has
also served as a freelance writer, a
teaching assistant for the Legal Writ-
ing Program at the University of
Pittsburgh School of Law, and a
summer associate with Cohen &
Grigsby.

Cohen & Grigsby Adds New Attorneys
continued from page 9

Additional
Cohen & Grigsby
Attorney Meets
with Russian
Labor Leaders

On Monday, July 19, 2004,
Cohen & Grigsby attorney
Valerie S. Faeth met with nine

Russian labor leaders to provide a
perspective on workplace safety and
unemployment compensation issues
in the United States.  The goal of the
visit was to educate the participants
about the U.S. labor system and work-
ing conditions and to discuss labor-
related issues associated with the
economics of transition from a
command economy to a market econ-
omy.  The visit was sponsored by the
United States Department of State,
Bureau of Educational and Cultural
Affairs, International Visitor Program.


